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App!icant(s) 

PERRAULT ET AL. 
Art Unit 

1626 

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 2 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

a.,se t-e acpi cat.cn *g oecor^e ABANDONED ::.5 U S^C 1 133 

1 )[Z] Responsive to communication(s) filed on 24 April 2003 . 
2a)[I] This action is FINAL. 2b)0 This action is non-final. 

3) [3 Since this application is m condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 
Disposition of Claims 

4) H Clatm(s) 1-58 is/are pending in the application. 

4a) Of the above claim(s) 1-57 is/are withdrawn from consideration, 

5) ^ Claim(s) 58 is/are allowed. 

6) n Claim(s) is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) [I] Claim{s) are subject to restriction and/or election requirement. 
Application Papers 

9) CII The specification is objected to by the Examiner. 

1 0)[I| The drawing(s) filed on is/are: a)n accepted or 6)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )n The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action, 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made a claim for foreign priority under 35 U S C § 119(a)-(d) or (f). 

a)OAII b)0 Some*c)0 None of: 

1 .0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (POT Rule 17, 2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

a) O The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) O Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) Paper No(s) 

2) O Notice of Draftsperson s Patent Drawing Review (PTO-943) 5) O Notice of Informal Patent Application (PTO-152) 

3) O information Disclosure Statement(s) (PTO-1449) Paper No(s) 6) O Other: 

PTO-326 (Rev 04-01) Office Action Summary Part of Paper No. 12 
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DK T AII.FD ACTION 

Response to Election/Restriction 

AppiicanTs clcciion with traverse olAirtuip W'L which includes claim in paper No.l 1 
iiled on April 24. 2()n3. is acknowledged. The traversal is on the Liromuifs) that the elected 
(iroup W'l could be examined with other (iroups without imposmy a serious burden on the 
Hxaminer. 1 his argument is not foiuid persuasive because the products of groups 1 to X\d 
(oulhned in paper No. 10) differ materiallv in structure and in element from each other and. are 
capable of supporting their own patents. The inv ention Groups I-XAT each relate to a set of 
structurallx' diverse and dissimilar compounds which do not possess a substantial common core 
wherein a reference anticipating one would not necessarily render the other obvious and to 
searcli all the abov e groups in a single application would be an undue burden on the Examiner. In 
addition, the wide disparitv among the groups requires that man> divergent fields must be 
searched, including all classes and subclasses of IAS. (such as heterocvclic class 54S. 349 and 
non-heteroc\clic class 55S, 508) and foreign patents as well as journals and publications. Also, 
the iields of searcli aiv not coextensiv e. Therefore a separate search considerations are imolved, 
w hich w ould impose a burden i f unrestricted. 

Fuinher. 35 I .S.C. 121. statutorv patent law. is the singular basis for the restriction. The 
3> I .S.C. 121 makes clear that restriction may be required in certain applications and that the 
Director (\^mmissioner has the right to make such a determination. In addition, the applicant's 
nowhere present evidence to the contrarv that thev are claiming independent and distinct 
inventions. 
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I\^r these reasons, applieanfs argumenls are found unpersiiasix e and. since 35 I '.S.C. 101 
allows one patent per mxention, the reqinrenient for restriction in Paper No. K) is still deemed 
proper and is therefore made 1- INAL. 

Applicants preser\ e their right to Hie a di\ rsional on the non-elected subject matter. 

Status of Claims 

Claims 1-58 are pending in the application. Claims 1-57 are withdrawn from 
consideration by the Hxaminer under 37 CJ-.R. 1.142 (b) as directed to non-elected subject 
matter. 

This application is in condition for allow ance except for the follow ing formal matters: the 
presence of non-elected subject matter. The non-elected claims must be canceled in order to 
place this application in condition for allowance. Prosecution on the merits is closed in 
accordance w ith the practice under Kx inirtc Oucivlc, 1935 CD. I 1. 453 O.G. 213. 

A shortened statutorx period for repl\ to this action is set to expire TWO MONTHS 
from the mailing date olThis letter. 

Telephone Inquiry 

An\ inquir\ concerning this communication or earlier communications from the 
[:xaminer should be directed to Golam Shameem. Ph.D. whose telephone number is (703) 305- 
01 lb. The Examiner can normalK he reached on \Ionda\-Frida\' from 8:30 AM - 5:00 PM. 

If attempts to reach the hxaminer b\ telephone are unsuccessfiiL the examiner's 
superMsor. Joseph McKanc. can be reached at (703) 308-453"^. The Cnofllcial fax phone 
number for this (iroup is ("^03) 308-^^21. The Official fax phone numbers for this (jroup are 
('03) 30S-455b or 305-35^2. 



• 
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When IllinL: a l-AX in Tcchnoloi:) Center !()(){), please indieale in the (leader (upper 
right) "Oftieial" tor papers that are to be entered into the tile, and •■rnotlieial" for draft 
doeunienls and other eoinnumications w ith the P'fO thai are not for entr\ into the tile ot^ the 



(V^mnniniealions \ ia Internet e-mail regarding this applieation. other than those under 35 
I .S.(\ 132 or w hich otherw ise require a signature, ma\ be used b\ the applicant and should be 
addressed to [ Joseph. mcKane^a uspto.gox ]. All hilernet e-mail communications w ill be made of 
record in the application llle. PTO employees w ill not communicate w ith applicant Ma Intcrnel 
e-mail where scnsiti\ e data w ill be exchanged or w here there exists a possibilit}' thai sensitix e 
data could be identified unless there is of record an express wai\cr of the confidenlialitv 
requirements under 35 L'.S.C. 122 b\ the applicant. See ihc Interim Internet I'sage Policy 
published b\' the Patent and Trademark Office Official Ga/ette on February 25, 1997 at 1 195 OG 
89. 

.An\' inquir\ ot^ a general nature or relating to the status of this application should be 
directed to the Group receptionist, whose telephone number is (703) 308-1235. 



application. This w ill expedite processing of \our papers. 



Ciolam \1 M Shameem. Ph.D 
Patent bxammer 
An I nit 1()2(). Group 1600 
TechnoloLix (A^nler 1 



Joseph K. McKane 
SupeiA isor> Patent Examiner 
An I nit 1626. Group 1600 
1 echnolouv Center 1 
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